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Advisory Action Attachment 
Continuation of 2. NOTE: The proposed amendment raises new issues in that it is not 
compliant with the rules for amending claims under 37 CFR 1.121. For example, claim 38 is not 
marked-up to demonstrate the changes made from the most recent set of claims that have been 
entered into the file (i.e. the claims of the 7/1/2004 amendment; e.g. see claim 38, lines 4-6) 
Further, the amendment of claim 38 to specifically recite "an anti-acetylated lysine antibody" 
changes the scope of the claims and requires a new search. It further raises new considerations 
concerning enablement in using an anti-acetylated lysine antibody in the recited cell-based 
methods when the antibody is likely to bind to many other acetylated proteins in the cell to 
which it is contacted (e.g. acetylated histones, etc.). The proposed amendment of claim 32 to 
recite "trichostatin A" also would require a new prior art search . 

Continuation of 5: Applicants 9 request for reconsideration, does NOT place the application in 
condition for allowance because: Arguments directed to the proposed amendment are moot 
because the proposed amendment has not been entered. 

If entered, applicants' proposed amendment of claim 38 would obviate the outstanding 
grounds of rejection over claims 38-42 for comprising impermissible New Matter. The proposed 
change would, however, raise new enablement considerations for the reasons outlined briefly 
above. 

With regard to the new matter rejection of claims 32-37, applicants' proposed response 
would not overcome the rejection because there remains no support in the specification as 
originally filed for claiming the broadly recited method with regard to, for example, cell type, 
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detection method, etc., in order to identify literally any agent that can modulate NF-kB activity in 
transcription of a gene. The only place in the entire specification where applicants discussed a 
method for detecting deacetylated RelA in conjunction with blocking agents that block nuclear 
export was in a single working example that was not put forth as a broad method of identifying 
an agent that modulates NF-kB activity in transcription of a gene. This single working example 
was an experiment particularly designed to characterize normal regulation of NF-kB activity in 
the cell. This specific working example cannot be considered as providing support for broadly 
recited methods directed to identification of literally any agent (e.g. from literally any source), 
using literally any cell and literally any detection assay in the absence of any other evidence from 
the originally filed specification and claims that such broadly recited methods were part of 
applicants' invention. Amending the claim to recite the two specific blocking agents used in the 
working example (i.e. leptomycin B or trichostatin A) does not overcome this deficiency of the 
originally filed specification and claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald G Leffers Jr., PhD whose telephone number is (571) 272- 
0772. The examiner can normally be reached on 9:30am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Remy Yucel can be reached on (571) 272-0781. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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